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HAUMONT Art Unit: 2683 

Application No.: 09/748,505 Examiner: Keith Ferguson 
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Commissioner for Patents 
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Sir: 

Applicants have received the attached Official Action, with a cover sheet 
indicating that the Office Action was related to Application No. 09/748,505. However, 
the body of the Office Action seemed to be related to Application No. 09/801,343, in 
Group Art Unit 2655; Examiner Gautam Patel. Though the undersigned is in fact the 
attorneys of record for U.S. patent Application No. 09/748,505, we are not the attomeys 
of record for Application No. 09/801,343. 

It is submitted that this Office Action raises significant ambiguities as to the status 
of both applications. It is respectfully requested, therefore, that the Official Action dated 
May 3, 2005 be withdrawn as it may relate to either or both of the above-referenced 




patent applications, and new Official Actions issued which are proper and in accordance 
with United States patent practice. 

In the event there are any fees due with respect to the filing of this paper, please 
charge Counsel's Deposit Account 50-2222. 
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Office Action SumnnliiL 


Application No. 

09/801,343 


Applicant(s) 

YUKAWA, HIROAKI 


Examiner 

Gautam R. Patel 


Art Unit 

2655 





Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 22 December 2004 , 
2a)ISl This action is FINAL. 2b)n This action is non-final. 

3) 0 Since this application is in condition for allowance except for fonnal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 . 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 1,2,9.10 and 17-29 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) 13 Claimfs) 1,2,9,10 and 17-29 is/are reiected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: 3)0 accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held In abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121 (d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 1 19 

12)n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-{d) or (f). 
a)nAII b)n Some * c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. . . 



30 Cojjies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) S Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Infomiation Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Infonnal Patent Application (PTO-152) 

Paper No(s)/Mail Date . 6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 1-04) 



Office Action Summary 



Part of Paper No./Mail Date 20050428 
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Response to Amendment: 



1. 



This is in response to amendment filed on 12-22-04. 



2. 



Claims 1-2, 9-10, and 17-29 remain for examination. 



Claim Rejections - 35 U.S.C. § 103 



3. The following is a quotation of 35 U.S.C. § 1 03(a) which fomns the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be patented 
and the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-2, 9-10 and 17-18, 20-21, 23-24, 26-27 and 29 are rejected under 35 
U.S.C. § 103(a) as being unpatentable over Uchizaki et al., US. patent 6,646,975 
(hereafter Uchizaki). 

As to claim 1 , Uchizaki discloses the invention as claimed [see Figs. 1-8 
especially 1. 4B, 5 7A] including a first light source, a second light source, an objective 
lens, a photodetector, and a diffraction element comprising: 

a first light source [fig. 5, unit 31 A] for emitting a first light beam having a first 
wavelength [650 nm] [col. 10, lines 12-22 and col. 11, lines 25-31 and fig. 5]; 

a second light source [fig. 5, unit 31B] for emitting a second light beam having a 
second wavelength [780 nm] different from the first wavelength [col. 10, lines 12-22 and 
col. 1 1, lines 25-31 and fig. 5]; 

an objective lens [fig. 1-2, unit 17] for focusing said first light beanri or said 
second light beam to the signal recording surface of an optical recording medium [fig. 1 , 
units 18 and 1 9] of a first type matching to the first wavelength or that of an optical 
recording medium of a second type matching to the second wavelength, whichever 
appropriate [col. 8, lines 38-47]; 
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a photodetector [fig. 3B, unit 35] for detecting the light beam focused on the 
signal recording surface of the optical recording medium of the first type or that of the 
optical recording medium of the second type, whichever appropriate, by the objective 
lens and reflected by the signal recording surface [col. 8, lines 56-63]; and 

a diffraction element [fig. 3B, unit 33] arranged in the light path from the light 
sources to the photodetector by way of one of the first or second type of optical 
recording medium, the diffraction element having a first diffraction angle [angle 
determined by equation (1), first wavelength lambda determines the first angle [col. 9, 
line 51] and a second diffraction angle [second wavelength lambda determines the 
second angle [col. 9, line 51], wherein a difference between the first diffraction angle 
and the second diffraction angle Is predetermined to offset a distance separating the 
first light source and the second light source [position relation] [col. 9, line 35 to col. 10, 
line 22]; and 

at least one of the first light beam adapted to be used for reading information 
signals from the signal recording surface of the optical recording medium of the first 
type and reflected by the reflecting surface or the second light beam adapted to be used 
for reading information signals from the signal recording surface of the optical recording 
medium of the second type and reflected by the reflecting surface being diffracted by 
the diffraction element, the first reflected light beam and the second reflected light beam 
being focused to a same spot on the light receiving surface of the photodetector [col. 1 , 
lines 17-30 and col. 12, line 56 to col. 13, line 4], 

wherein the first diffraction angle diffracts the first reflected light beam and the 
second diffraction angle diffracts the second reflected light beam so that the first 
reflected light beam and the second reflected light beam being focused to a same spot 
[same position] [col. 10, lines 12-22] on the light receiving surface of the photodetector 
[col. 9, line 35 to col. 10, line 22]. 

UchizakI discloses all of the above elements including a diffraction element [fig. 
3B, unit 33] having opposite surfaces. UchizakI does not specifically discloses that 
diffraction grating pattem can also be placed on the lower surface rather than on the 
upper surface to the extent claimed. UchizakI teaches that grating pattern happens to 



J 
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be on the top surface. The above limitation in claim 1 does not define a patentable 
distinct invention over that in Uchizaki since both the invention as a whole and 
application are directed to an optical pickup having a diffraction device with first and 
second diffraction angle. The side on which the diffraction grating is placed presents no 
new or unexpected results, so long as the light is diffracted in a successful way. If one 
has more room on the top one places grating pattern on the top and one has less room 
on the top the grating is placed at the bottom of the grating device. Also placing gratings 
on the bottom surface is well known in the art foe along time [see US patent 5,959.704 
etc.]. Therefore, to have grating pattern on lower surface woukJ have been routine 
experimentation and optimization in the absence of criticality. 

It should also be pointed out that shifting location of the parts in the system is 
well known in the art. It would have been obvious to a person of ordinary skill at the time 
of the invention to have rearranged gating pattern in the system of Uchizaki because 
doing so would make the system more flexible with respect to placement of the 
diffraction element close to upper surface or lower surface of the next device. As shown 
in " In re Japikse 86 USPQ 70 (CCPA 1950)" these adjustments such as to shift location 
of parts generally not given patentable weight or would have been obvious 
improvements. 

4. As to claim 2, it is rejected for same reasons as set forth in the rejection of claim 
1, supra . 

5. As to claim 9, it Is rejected for similar reasons as set forth in the rejection of claim 
1 , supra. As to added limitations of: 

rotary operating mechanism [motor] for driving one or more than one optical disc 
operating so many pieces of optical recording medium as to rotate [motors for driving 
discs are inherently present in these kind of recording devices; and 

an optical pickup device [fig. 1] an^anged opposite to the signal recording 
surfaces of one or more than one optical discs driven to rotate by said rotary operating 
mechanism [motors are inherently placed on the opposite side of the optical head, so as 
not to interfere with recording and reading]. 
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6. As to claim 1 0, it is rejected for same reasons as set forth in the rejection of claim 
9, supra. 

7. As to claims 17, 20; 23 and 26 Shimano discloses: 

the diffraction element generates a pair of sub-beams from the first reflected light 
beam and the second reflected light beam, where applicable [fig. 3A and col. 9, line 35 
to col. 10, line 11]. 

8. As to claims 18, 21 , 24 and 27 Shimano discloses: 

the diffraction element includes a diffraction grating pattern on one of the 
opposite side surfaces of a plate [fig. 3A and col. 9, line 35 to col. 10, line 11]. 

9. As to claim 29, it is rejected for same reasons as set forth in the rejection of claim 

9, supra. 

10. Claims 19, 22, 25 and 28 are rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Uchizaki as applied to claims 1, 2, 9 and 10 above, and further in 
view of Oohchida, US. patent 6,584,060 (hereafter Oohchida). 

y @hlzdki diSblolse^ aill of the above elements, includ ing diffraictjoh grating element 
[fig. 3A, unit 33]. Uchizaki does nbt specificEilly discloses type of grating design bfeing 
used in his system i.e. If his diffraction grating can be of blazed type to the extent 
claimed. 

However, blazed type diffraction gratings have been well known in the art for a 
long time for improving the diffraction efficiency. Also Oohchida clearly discloses: 
A diffraction grating pattem that is a blazed grating design [col. 18, lines 43-53 and col. 
21, line 61 line 22, line 2]. 
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Both Uchizaki and Oohchida are interested in improving tlie diffraction grating 
pattern in an optical disk device for recording and reading information. 

One of ordinary skill in the art at the time of invention would have realized that it 
would be desirable to improve the signal to noise ratio s an important parameter in any 
system and improvement this ratio is a desired feature to have; 

Therefore, it would have been obvious to have used a blazed grating design in 
the system of Uchizaki as taught by Oohchida because one would be motivated to 
increase the diffraction efficiency and improve signal to noise [S/N] ratio in the system of 
Uchizaki and provide better signal controls, improve reliability -and achieve excellent 
signal detection [col. 18, lines 42-54 and col. 21, line 61 to col. 22, line 2; Oohchida]. 

1 1 . Applicant's arguments with respect to claims 1 -2, 9-1 0 and 1 7-29 have been 
considered but are moot in view of the new grounds of rejection. 

Other prior art cited 

12. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

a. Takeuchi et al. (US. Patent 5,497,227) "System for determining 

b. Suzuki et al. (US. Patent 5,959,704) "Display device 

c. Ohnishi et al. (US. patent 5,555,334) "Optical transmission " 

13. Applicant's amendment necessitated the new grounds of rejection presented in 
this office action. Accordingly, THIS ACTION IS MADE FINAL. See M.P.E.P. 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
C.F.R.§ 1.136(a). 

A shortened Statutory period for reply to this final pction is set to expire THREE 
MONTHi frpm the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Contact Information 



14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gautam R. Patel whose telephone number is 571-272- 
7625. The examiner can nomially be reached on Monday through Thursday from 7:30 
to 6. 

The appropriate fax number for the organization (Group 2650) where this 
application or proceeding is assigned is 703-872-9306. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mr. David Ometz can be reached on (571) 272-7593. 

Any inquiry of a general nature or relating to the status of this application should 
be directed to the Electronic Business Center whose telephone number is 866-217- 
9197 or the USPTO contact Center telephone number is (800) PTO-9199. 




Gautam R. Patel 
Primary Examiner 
Group Art Unit 2655 
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April 28. 2005 
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